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- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
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2a)D This action is FINAL. 2b)^ This action is non-finaL 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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6) ^ Claim(s) 1-17 is/are rejected. 
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Application Papers 

9) D The specification is objected to by the Examiner. 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 17 provides for the use of a hair treatment composition, but, since the 

claim does not set forth any steps involved in the method/process, it is unclear what 

method/process applicant is intending to encompass. A claim is indefinite where it 

merely recites a use without any active, positive steps delimiting how this use is actually 

practiced. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 17 is rejected under 35 U.S.C. 101 because the claimed recitation of a 
use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
35 U.S.C. 101. See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Claims 12 and 13 are rejected under 35 U.S.C. 101 because the claimed 
invention lacks patentable utility. The claimed invention as a whole must be useful and 
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accomplish a practical application. That is, it must produce a useful, concrete and 
tangible result. The purpose of this requirement is to limit patent protection to 
inventions that possess a certain level of "real world" value. Claims 12 and 13 recite a 
method of preparing an aqueous dispersion of composite particles by premixing the hair 
benefit agent and clay before adding the charged organic molecule or premixing the hair 
benefit agent and charged organic molecule before adding the clay. This process does 
not accomplish a practical application because premixing those components achieves 
nothing. The composite particles can only form when the charged organic molecules 
are mixed with the clay. 



Claim Rejections - 35 USC § 103 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
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not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1-9, 11, and 14-16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nakama, et al (EP 500 941 A1 ). 

The claims recite a composition comprising an aqueous dispersion of water 
insoluble composite particles comprising: i.) clay with a net surface charge, ii) a 
charged organic molecule comprising at least 6 carbon atoms, and iii) a water insoluble 
hair benefit agent which is immiscible with the charged organic molecule which can be a 
silicone polymer, wherein the composition further comprising suitable hair treatment 
ingredients in an aqueous carrier and the weight of the particles is from 0.05 to 10% by 
weight of the total composition (claim 1 ). The weight ratio of the organic molecule to the 
clay is from 0.05:1 to 20:1 and the ratio of clay to the water insoluble hair benefit agent 
is .05:1 to 1 :1 (claims 2 and 8). The diameter of the composite particles is from 5 to 450 
microns (claim 3). The clay has a net negative surface charge and the organic 
molecule has a positive charge (claim 4). The clay is a synthetic hectorite (claim 5) and 
the charged organic molecule is a cation of an alkyl trimethyl ammonium chloride, 
wherein the alkyl chain comprises 12 to 22 carbon atoms and is a cationic polymer 
(claims 6 and 7). The insoluble hair benefit agent is a silicone polymer (claim 9). The 
composition is a rinse off hair conditioner (claim 1 1 ). The claims recite a method for 
making the composition by preparing an aqueous dispersion of the composite particles 
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and combining with suitable hair treatment ingredients in a compatible aqueous carrier 
without first drying the particles (claim 14). The claims also recite a method for treating 
hair and/or scalp and for depositing hair benefit agents by applying the composition to 
the hair and/or scalp and rinsing with water (claims 15 and 16). 

Nakama, et al teach a composition comprising a clay mineral such as hectorite 
treated with a quaternary ammonium type cationic surface-active agent (p. 6, lines 12- 
18). Hectorite is inherently negatively charged on its surface. Stearyl trimethyl 
ammonium chloride, an alkyltrimethyl ammonium chloride that comprises an alkyl chain 
of 18 carbon atoms, is taught as a cationic surfactant (p.3, lines 19-20). Nakama, et al 
teach that the composition can comprise silicone oil, which is a water insoluble polymer 
and a common hair benefit agent in the cosmetic art (p. 7, lines 50-52). The modified 
clay minerals can be in an aqueous phase (p. 6, line 23) and the silicone oil can be in a 
oil-in-water type emulsion (p. 7, line 52). The composition can be used in a hair rinse 
(p.7, line 58). A hair rinse is a conditioning composition meant to be rinsed out of one's 
hair after application, addressing claims 1 1 and 14-16. 

Nakama, et al do not teach the weight percentage of the composite particles or 
the weight ratios of above components i, ii, and iii to each other. Nakama, et al also do 
not teach the diameter of the composite particles. 

However, it would have been obvious to a person of ordinary skill in the art at the 
time the invention was made to determine the weight percentages and particle sizes at 
which the composite particles are most effective. The result-effective adjustment in 
conventional working parameters (e.g., determining the appropriate weight percentages, 
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particle sizes, weight ratios, etc. within the composition) is deemed merely a matter of 
judicious selection and routine optimization, which is well within the purview of the 
ordinary artisan. 

Claims 1,9, and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nakama, et al (EP 500 941 A1 ) as applied to claim 9 above, and further in view of 
Lan, et al (US 6,399,690). 

The claim recites the composition as claimed in claim 9, wherein the water 
insoluble hair benefit agent is a silicone elastomer. 

Nakama is discussed above. ' 

Although Nakama et al teach the use of silicone oil, addressing claim 9, they do 
not specifically mention a silicone elastomer. 

Lan, et al teach composite particles (nanocomposites) comprising phyllosilicates, 
onium ions, and a matrix polymer (col. 7, lines 35-57) for use in hair care (col. 8, line 
51 ). The matrix polymer can be made of silicone elastomer (col. 18, lines 6-7). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to add silicone elastomer to a hair treatment composition such as 
that in Nakama because silicone elastomers are well known in the hair treatment art as 
in Lan et al which teach that silicone elastomers can be included in composite particles 
comprising phyllosilicates and onium ions. Hectorite is a phyllosilicate and quaternary 
ammonium ions are onium ions. Thus, since the silicone elastomers of Lan are known 
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for the same purpose as Nakama, namely to be used in hair treatments, then it is 
obvious to use them in the same composition. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Susanna Hoffer whose telephone number is (571)272- 
9345. The examiner can normally be reached on Monday - Friday, 9:00 a.m.-5:00 p.m., 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey Stucker can be reached on (571 )272-091 1 . The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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